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RESPONSE TO RESTRICTION REQUIREMENT 

Sir: 

In an Office Communication dated August 15, 2007, the Examiner required 
restriction of the claims, under 35 U.S.C. § 121 to one of Group I, claims 1-5 and 15-18 and 
Group II, claims 6-14. Applicant's representative respectfully traverses the restriction 
requirement, while provisionally electing Group I, claims 1-5 and 15-18. 

In justifying the restriction requirement, the Examiner states: 

In the instant case, subcombination I has separate utility such as generating an 
authenticable and verifiable image. Subcombination II has separate utility 
such as authenticating and verifying an authenticable and verifiable image. 

However, this statement is not correct. The method of authenticating and verifying an 
authenticable and verifiable image, claimed in Group II, requires that the authenticable and 
verifiable image has been prepared by the method of preparing an authenticable and verifiable 
image, claimed in Group I. In general, a method for authenticating and verifying 
electronically encoded information requires that the electronically encoded information 
contain certain information, that the electronically encoded information was encrypted or 
otherwise cryptographically protected using a known encryption key or method, or that the 



electronically encoded information has beeh otherwise prepared so that the included 
information can be extracted and compared with known information, so that the encrypted 
data can be decrypted, or so that some other forward operation that transforms the 
information from a first state to a second state can be reversed by applying a backward 
operation to return the information to the first state. In other words, preparing electronically 
encoded information for authentication and verification and authenticating and verifying 
electronically encoded information previously prepared for authentication and verification are 
quite related operations, generally symmetrical operations or a function/inverse-function pair. 
In general, unless the method of preparing the electronically encoded information for 
authentication and verification is an inverse function to the method for authentication and 
verification of electronically encoded information previously prepared for authentication and 
verification, or unless both methods are symmetrical, the authentication and verification 
method will almost certainly fail. For example, if a text file is encrypted using a particular 
encryption method and key, the encrypted text file can be decrypted only by using a 
decryption method inverse to the encryption method used to encrypt the text file and a key 
identical to, or mathematically derived from, the key used for encryption. 

In fact, the method of Group II for authenticating and verifying an autheticable 
and verifiable image fails unless the aunthenticatable and verifiable image was prepared by 
the method of Group I. There is no use for the method of Group I unless the method of 
Group II is employed to subsequently authenticate and verify an aunthenticatable and 
verifiable image prepared by the method of Group I. The method of Group II cannot be used 
unless it is used on an aunthenticatable and verifiable image prepared by the method of Group 
I. 

The symmetry of the method of Group I and Group II can be easily seen by 
comparing the elements of claims 1 and 6. Claim 1 recites adding a size and location block, 
an authentication block including a cryptographically protected module-specific public key 
and a clear-text version of the module-specific public key to an image, and a verification 
block that includes a digital signature to an image, while claim 6 recites extracting a module- 
specific public key and cryptographically protected data related to the module-specific public 
key from an authenticable and verifiable module, comparing the cryptographically protected 
data with the module-specific public key, and comparing a value calculated from an image, 
including a size and location block, to a value extracted from a digital signature contained in a 
verification block. The operations carried out to authenticate and verify an autheticable and 



verifiable image, recited in claim 6, are inverse 'to the operations carried out to prepare an 
autheticable and verifiable image, recited in claim 1, and vice versa. 
Moreover, according to MPEP § 803: 

If the search and examination of an entire application can be made 
without serious burden, the examiner must examine it on the merits, even 
though it includes claims to independent or distinct inventions. 

As further stated the MPEP § 803: 

There are two criteria for a proper requirement for restriction between 
patentably distinct inventions: 

(A) The inventions must be independent; and 

(B) There must be a serious burden on the examiner if restriction is 
required, (references to other MPEP sections omitted) 

It would be a far more serious burden to redundantly search two entirely related sets of claims 
than to conduct a single search for both sets of related claims. For example, the various 
entities added to an image, in the claimed method for preparing an authenticable and 
verifiable image, are exactly the same entities extracted from an authenticable and verifiable 
image and used to authenticate and verify the authenticable and verifiable image. Both 
searches would therefore substantially, if not completely, overlap. 
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Regulations that may regulate fees. 
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